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NOTICE OF HEARING
CONFIRMATION REQUIRED WITHIN TWENTY-ONE DAYS

Your attcntion is directed to 37 CFR § 41.47. The above identified appeal will be heard by the Boaxd of
Patent Appeals and Interferences on the date indicated. Hearings will commence at the time set and'as soon
as the argumnent in onc appcal is concluded, the succeeding appeal will be taken up. The time allowed for
argument is twenty minutes unless additional time is requested and permitied before the argument is
commenced. If thére are any inquires, plcasc-contact the Clérk of the Board at 571-272-9797.

CONFIRMATION OR WAIVER OF THE HEARING IS REQUIRED. This form must be completed
below and facsimile transmirted to both: (1) the USPTO Central fax numbex (official copy), and (2) the
Board of Patent Appeals and Interferences fax number (couxtesy copy) within TWENTY-ONE (21) DAYS
from the mailing date of this notice indicating confirmation or waiver of the hearing. A copy of this notice
may be aliernately filed by mafl if facsimile is not available. .
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UNITED STATES PATENT AND TRADEMARK OFFICE
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CERTIFICATION OF MAILING OR FAX TRANSMISSION

I hereby certify that this correspondence is being facsimile .transmitted to
the U.8. Patcnt and Trademark Office on the date shown below.

By: pate: May 16, 2005

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Applic. No. : 09/848,583. +-Confirmation No. 8707
Applicant : Wolfgang Matthes et al.

Filed : May 3, 2001

TC/A.U. : 3724

Examiner : Jason D. Prone

Title: : cutcing Device And Method For Trimming
Docket No. : A-2820° 77

Customer No. + 24131

Appeal No. : 2005-0996

Arguments in Lieu of Oral Hearing

Board of Patent Appeals and Interferences
United states Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

Sir
In lieu of the Oral Hearing to be held on June 08, 2005,

kindly consider the follawing remarks:
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Applic. No.: 09/848,383
Submission dated May 16, 2005

REMARKS
The following remarks rely upon arguments that have been

relied upon in the Brief on Appeal.

The specification is objected to and claims 1-10 and 12-13 are

rejected and are undexr appeal.

Whether or not the specification satisfies the
requirements of 37 CFR 1.71.

The Examiner has stated in item 1 on page 2 of the final Office
action that it is unclear how the lifting device 2 moves knives

3 against the stationary knife 13.

However, it can be clearly seen from Figs. 1 and 2 of the
instant application that the knives‘3 are fixedly mounted on
the lifting device 2 (see also page 10, lines 8-9 of the
specification, noting the word vsecured”) and thus move
together with the lifting device 2. It is therefore clear that
the knives 3 can be pressed against the knife 13 during the
vertical, non-harmonic osciiiatory'motion of the lifting device
2. See mors detailed discuééion below in connection with the

rejections under 35 USC 112.

Page.2 of 7
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Applic. No.: 09/848,583
Submission dated May 16, 2005

Whether or not claims 1-10 and 12-13 contain
subject matter which was not described in the
specification in such a way as to enable one
skilled in the art to which it pertains, or with
which it igs most nearly comnnected, to make and/or
use the invention, under 35 USC 112, first
paragraph.

The Examiner has stated in item 3 on pages 2-3 of the final
Office action that it is unclear Hgﬁhfhe lifting device 2 uses
the vertical, non-harmonic oscillatoxry motion to press knives
3 against the knife 13; it is uncertain if the whole lifting
mechaniem 2 moves up and downito move the knives 3 towards

knife 13 or if the lifting mechanism pivots about the screaw

Lo
~

and during thie pivot the _.blades are:dropped down to cut the
work piece. It is uncertain if the knife 13 is a stationary
blade to create a shearing cut with knives 3 or blade 13 acts

as an anvil and knifes 3 perform a punching/stamping cut.

It is noted that the énaﬁieﬁéht reqﬁirement under 35 U.S.C. §
112, first paragraph, does ﬁét.feqﬁ{fe Applicants to disclose
everything necessary to'pfééﬁiCe éﬁefinvention. The test of
enablement is whether oﬁélréééqnaﬁi?’Skilled in cthe art could
make or use the inventioﬁiﬁféh'thé7&15closure in the patent
application coupled with"iﬁformation known in the art without

undue experimentation. United States v. Telectrxonics, Inc._,

857 F.2d 778, 785, 8 USPQ2d 1217, 1223 (Fed. Cir. 1988). In

fact, what is well known is best omitted. See In re Buchmner,
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Applic. No.: 09/848,583
Submission datcd May 16, 2005

929 F.2d 660, 661, 18 USPQ2d 1331, 1332 (Fed. Cir. 1991) (“A
patent need not teach, and preferaﬁly omite, what is well
known in the art.”) All that is necessary is that one skilled
in the art be able to practice the claimed invention, given
the level of knowledge and gkill in the art. Further the
scope of enablement must only bear a “reasonable correlation”
to the scope of the claims. As concerns the breadth of a
claim relevant to enablement, the only relevant concern should
be whether the scope of enablement provided to one skilled in

the art by the disclosure is commensurate with the scope of

protection sought by the claims. See MPEP 2164.08.

It is believed that a person skilled in the art could easily
understand from the drawings and the disclosure of the
invention of the instant application as well as his or her
background knowledge how the lifting device 2 uses the
vertical, non-harmonic oscillatory motion to press knives 3

against the knife 13. In addition, how the lifting device 2

moves and what type of cutting is taking place are not

esgsential to the invention of the instant application because

they are not claimed in the claims. These functions can be

achieved by a person gkilled in the art in numerous ways

without undue experimentation.

Page 4 of 7
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Applic. No.: 09/848,583
Submission datcd May 16, 2005

Below is a brief review of what is claimed in claim 1 of the

instant application:

A cutting device for trimming margins of products,
comprising a transport device and a first drive for
driving the transport device, a stroke device for moving
knives for performing the trimming of the maxrgins, and a
gecond drive for driving the stroke device, said first
drive and said second drive being embodied as separate,
murtually independent driveg, ‘and both of said drives
being connected to one another via a control system.

It can be cleaxly seen from the language of claim 1 that the
focus of the invention of tpg_;nstan; application is that the
first drive (for driving the transport device) and the second
drive (for driving the lifting device) are separate, mutually
independent and connected td;bﬂe gh?ﬁher via a control system.
The advantages of this kindléﬁ‘coggéggration are described in
detail on page 7, line 2? £§?3;9678?*1ine 9 of the
specification. It isAaiéd'éiear ff;ﬁ'the language of claim 1
that how the lifting devicevmoves and how the cutting is
performed are not the céhé;rﬂ;bf ﬁﬂg'invention of the instant

application.

It is, therefore, believed that claims 1-10 and 12-13 do not
contain subject matter which was not described in the
specification in such a way as to énable one skilled in the

art to which it pertains;5or”with'Wﬁicn it is most nearly
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connected, to make and/or use the invention, under 35 USC 112,
first paragraph.

Whether or not claims 1-10 and 12-13 particularly

point out and distinctly claim the subject matter

which appellant regards as the invention under 35
Uy.8.C. § 112, second paragraph.

The Examiner has rejected c¢laims 1-10 and 12-13 under 35 USC
112, second paragraph for the same xeasons as listed in

connection with the rejection under 35 USC 112, first

paragraph.

Claims 1-10 and 12-13 are, therefore, believed to be definite

for the same reasons as discuggsed above in detail.

The Examiner has stated in the Examiner’s Answer dated May 18,
2004 that it is unclear how a vertical, non-harmonic
oscillatory motion is created and how the Xnife-lifting device
can move when it is fixed to the transmission (see the last
sentence of the second paragraph on page 4 of the Examiner’s

Answey) .

First, it is noted that the vextical, non-harmonic oscillatory

motion is not recited in the claims. Second, it is noted that

device is fixed to the transmission. Rather, it is described

Page 6 of 7
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on page 10, lines 19-23 of the specification fhat the first
drive motor 1 achieves the motion of the lifting device 2
through the intcrmediary of the transmission 22. It is not
understood how the Examinex concluded that the knife-lifting
device 2 is permanently fixed to the transmission 22, thexeby
restricting any movement at all (see‘page 5, lines 13-14 of

the Examiner’s Answer).

In addition, it is noted that the Examiner did not offer any
response to Appellants’ arguﬁent that the disclosure is only
required in commensurate with the scope of protection sought

by the claims.

For the above reasons as well as the reasons presented in the

Brief on Appeal, the honorable Board is therefore respectfully
urged to reverse the objections and rejections of the Primary

Examiner.

Yonghong Chen
Respectfully submitted, Reg. No. 56,150

Dan'm‘.

For Apflicants

YC

May 16, 2005

Lerner and Greenberg, P.A.
Post Office Box 2480
Hollywood, FL 33022-2480
Tel: (954) 925-1100

Fax: (954) 925-1101
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